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DETAILED ACTION 
Claim Rejections - 35 USC § 102 

1 . The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claims 1, 2, 4, 6, and 12 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Cantone (US005734781 A). 

Regarding claim 1, Cantone discloses a digital videocassette used in a "digital 
contents rental system" (See Fig. 1 and column 5 lines 43-57). The system utilizes a 
digital videocassette or "portable recording medium which contents are stored in" (See 
Fig. 1 ) and a distribution center or "download apparatus" at the video store (See column 
3 lines 9-13; column 5 lines 45-50) that is inherently "managed by a rental agent". The 
distribution center has a mass computer database of movies or "internal storage unit", 
where inherently the movies are "stored beforehand" (See column 5 lines 45-50). The 
distribution center or "download apparatus" downloads "the internal contents to said 
recording medium in compliance with a command from a user or a staff member" (See 
column 5 lines 43-57). The digital videocassette also serves the function of an 
"adaptor", where it "reads the contents stored in said recording medium and outputs 
them to a display device" (See column 2 lines 58-65), where inherently the "adaptor" is 
used at the "user's home". 
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Regarding claim 2, the distribution center at the video store "writes a rental 
period in said recording medium in compliance with a command from said user or staff 
member*' (See column 5 line 63 - column 6 line 3) and the digital videocassette or also 
known as an "adaptor" "prohibits output outside said rental period when outputting the 
contents stored in said recording medium to said display device" (See column 5 lines 
63-66). 

Regarding claim 4, the distribution center at the video store "calculates a rental 
fee for the contents in accordance with said rental period" (See column 5 line 66 - 
column 6 line 3). 

Regarding claim 6, the distribution center at the video store also "calculate a 
rental fee in accordance with the type of contents" (See column 6 lines 4-7). 

Regarding claim 12, the "recording medium comprises a magnetic disk 
apparatus" (See column 2 line 66 - column 3 line 1 ). 

Claim Rejections - 35 USC § 103 

2. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claim 3 is rejected under 35 U.S.C. 103(a) as being unpatentable over Cantone 

(US005734781A) in view of Braitberg et al. (US006631359B1). 
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Claim 3 contains the limitations of claim 1 and is analyzed as previously 
discussed with respect to that claim. However, Cantone does not disclose that the 
distribution center at the video store "writes a number of permissible copies in said 
recording medium" and for the "adaptor to prohibit copies exceeding the number of 
permissible copies when copying the contents stored in said recording medium to an 
outside storage unit". 

Braitberg et al. (Braitberg) discloses a system for access control over writeable 
medium. Braitberg discloses that information content-mastered (ICM) data is written on 
the writeable medium or "recording medium" that controls access to the content stored 
on the writeable medium. The ICM data contains keys for specifying conditions and 
parameters that restrict access, i.e. a maximum number of permissible copies. 
Inherently, the system prevents additional copies exceeding the maximum number or 
"prohibit copies exceeding the number of permissible copies when copying the 
contents" unless proper royalty fees have been paid to gain authorization (See column 1 
lines 24-43; column 15 lines 20-23, lines 41-46, lines 54-59). Therefore, it would have 
been obvious to one with ordinary skill in the art at the time the invention was made to 
modify the distribution center and digital videocassette disclosed by Cantone to "write a 
number of permissible copies in said recording medium" and for the digital 
videocassette to "prohibit copies exceeding the number of permissible copies when 
copying the contents stored in said recording medium to an outside storage unit", as 
taught by Braitberg, in order to enhance the security features thereby reducing the 
amount of illegal use of the content, i.e. unauthorized duplication. 
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Claim 5 is rejected under 35 U.S.C. 103(a) as being unpatentable over Cantone 
(US005734781 A) in view of Braitberg et al. (US006631359B1) as applied to claim 3 
above, and further in view of Suzuki (US006401243B1). 

Cantone in view of Braitberg does not disclose calculating a "rental fee for the 
contents in accordance with said number of permissible copies". 

Cantone in view of Braitberg does disclose various methods for collecting usage 
fees, where the user pays a fee for a license granting access. Suzuki discloses a 
method for collecting copyright fees for distributed content. Suzuki further discloses that 
additional copyright fees are applied to the user each time a video program is copied or 
"calculating a rental fee for the contents in accordance with a number of permissible 
copies" (See Fig. 12 and column 16 lines 5-18). Therefore, it would have been obvious 
to one with ordinary skill in the art at time the invention was made to modify the 
distribution center disclosed by Cantone in view of Braitberg to calculate a "rental fee for 
the contents in accordance with said number of permissible copies", as taught by 
Suzuki, in order to provide another means of generating revenue from the copyrighted 
content. 

Claims 7 and 8 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Cantone (US005734781 A) in view of Abecassis (US006553178B2). 

Claim 7 contains the limitations of claim 1 and is analyzed as previously 
discussed with respect to that claim. However, Cantone does not disclose 
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"advertisement images that are stored beforehand in the internal storage unit of the 
download apparatus, and the download apparatus writes the advertisement images 
together with the contents to recording medium". 

Abecassis discloses an advertisement subsidized video-on-demand system. The 
system transmits advertisements or "advertisements images" from the 
providers/distributors to various users, where inherently the provider/distributor has the 
advertisements "stored beforehand" or "advertisement images that are stored 
beforehand in the internal storage unit of the download apparatus". The advertisements 
are downloaded to a RAViT device where the user can view them or "download 
apparatus writes the advertisement images to the recording medium" (See column 48 
lines 1-15). Therefore, it would have been obvious to one with ordinary skill in the art at 
the time the invention was made to modify the distribution center disclosed by Cantone 
to be able to store and provide "advertisement images", where the distribution center 
would "write the advertisement images to the recording medium", as taught by 
Abecassis, in order to expand the capabilities of the system thereby providing another 
source of revenue. 

Regarding claim 8, Cantone in view of Abecassis disclose a system where the 
user/viewer is compensated for viewing the advertisements, i,e. the user is credited 30 
minutes of free viewing or "calculates the rental fee for the contents in accordance with 
the number of advertisement images" (See Abecassis column 1 lines 25-30; column 4 
lines 44-50; column 47 lines 46-56). 
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Claim 9 is rejected under 35 U.S.C. 103(a) as being unpatentable over Cantone 
(US005734781 A) in view of Yamanaka (EP09751 1 1 A2). 

Claim 9 contains the limitations of claim 1 and is analyzed as previously 
discussed with respect to that claim. However, Cantone does not disclose that the 
distribution center "calculates the total number of rentals of each content, and the rental 
agent who manages said download apparatus pays a fee for using the contents to a 
contents supplier in compliance with said total number of rentals". 

Yamanaka discloses a copyright management apparatus used within a 
distribution system. The management system is able to track the number of times a 
subscriber accesses the contents or "calculates the total number of rentals of each 
content" and is able to pay the copyright holder the appropriate amount based on the 
use of the content or "pays a fee for using the contents to a contents supplier in 
compliance with said total number of rentals" (See Fig. 1,2, 11, and 12; paragraph 
0041-0042). Therefore, it would have been obvious to one with ordinary skill in the art at 
the time the invention was made to modify the distribution center disclosed by Cantone 
to "calculate the total number of rentals of each content, and the rental agent who 
manages said download apparatus pays a fee for using the contents to a contents 
supplier in compliance with said total number of rentals", as taught by Yamanaka, in 
order to ensure that the copyright holder receives revenue that is proportional to the 
usage of the content. 
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Claim 10 is rejected under 35 U.S.C. 103(a) as being unpatentable over Cantone 
(US005734781 A) in view of Braitberg et al. (US006631359B1) as applied to claim 3 
above, and further in view of Yamanaka (EP09751 1 1 A2). 

Cantone in view of Braitberg does not disclose that the distribution center 
"calculates the total number of permissible copies of each content, and the rental agent 
who manages said download apparatus pays a fee for using the contents to a contents 
supplier in compliance with said total number of permissible copies". 

Cantone in view of Braitberg does disclose various methods for collecting usage 
fees, where the user pays a fee for a license granting access (See Braitberg column 1 
lines 24-43). Yamanaka discloses a copyright management apparatus used within a 
distribution system. The management system is able to track the number of times a 
subscriber downloads the contents or "calculates the total number of permissible copies . 
of each content" and is able to pay the copyright holder the appropriate amount based 
on the use of the content or "pays a fee for using the contents to a contents supplier in 
compliance with said total number of permissible copies" (See Fig. 1,2,11, and 1 2; 
paragraph 0041-0042). Therefore, it would have been obvious to one with ordinary skill 
in the art at the time the invention was made to modify the distribution center disclosed 
by Cantone in view of Braitberg to "calculate the total number of permissible copies of 
each content, and the rental agent who manages said download apparatus pays a fee 
for using the contents to a contents supplier in compliance with said total number of 
permissible copies", as taught by Yamanaka, in order to ensure that the copyright 
holder receives revenue that is proportional to the usage of the content. 



Application/Control Number: 09/771,702 
Art Unit: 2616 



Page 9 



Claim 1 1 is rejected under 35 U.S.C. 103(a) as being unpatentable over Cantone 
(US005734781 A) in view of Abecassis (US006553178B2) as applied to claims 7 and 8 
above, and further in view of Angles et al. (US006385592B1 ). 

Cantone in view of Abecassis does not disclose that the distribution center 
"calculates the total number of times each of said advertisement images was written, 
and the rental agent who manages said download apparatus sends an advertisement 
fee invoice to an advertisement image supplier in compliance with said total number of 
times said advertisement images was written". 

Angles et al. (Angles) discloses a system that monitors the deployment of 
advertisements or "advertisement images" within an interactive communications system 
that can deliver video data. The system monitors the number of times an advertisement 
has been viewed by consumers or "calculates the total number of times each of the 
advertisement images was written" and the advertisement providers or "advertisement 
image supplier" can pay the content provider based on the number of advertisements 
viewed, where inherently that system sends "an advertisement fee invoice to an 
advertisement image supplier in compliance with said total number of times said 
advertisement images was written" (See column 16 lines 28-50). Therefore, it would 
have been obvious to one with ordinary skill in the art at the time the invention was 
made to modify the distribution center disclosed by Cantone in view of Abecassis to 
"calculate the total number of times each of said advertisement images was written, and 
the rental agent who manages said download apparatus sends an advertisement fee 
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invoice to an advertisement image supplier in compliance with said total number of 
times said advertisement images was written", as taught by Angles, in order to provide a 
automated billing system thereby not requiring the video store to maintain an advertising 
administrative/accounting staff. 

Conclusion 

3. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. Please take note of Palatov et al. (US20010029583A1) for their 
similar method of video distribution using an interactive kiosk. 

Any inquiry concerning this communication or eariier communications from the 
examiner should be directed to Joseph G Ustaris whose telephone number is 703-305- 
0377. The examiner can normally be reached on M-F 7:30-5PM; Alternate Fridays off. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Andrew I Faile can be reached on 703-305-4380. The fax phone number for 
the organization where this application or proceeding is assigned is 703-872-9306. 
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Information regarding the status of an application may be obtained from tfie - 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status Information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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